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REMARKS 

This Amendment is submitted preliminary to the issuance of an Office 
Action in the present application and in response to the Official Action of February 
7, 2008. 

Record is also made of an interview between applicant's representative and 
the Examiner which took place on August 6, 2008 in which the undersigned 
acknowledged the change in Examiner's, since the previous Examiner had left. 

The following remarks are thus in response to the last Office Action directed 
to claims 54,56-60,66-71, 75 and 77-86 which are pending in the application. 

REJECTION OF CLAIMS 54, 56, 60, 66-71, 77-84 AND 86 UNDER 35 U.S.C. 
§112, SECOND PARAGRAPH 

Claims 60, 69, 75, 80, 83 and 85 were amended to eliminate certain formal 
objections and rejections thereof. No claims were cancelled. 

With respect to claim 83 on page 3 of the Official Action, the Examiner has 
outlined the withdrawals of the rejections from the last Office Action. Under D1 , the 
Examiner rejects the claims again based on the limitation "the monomers" in line 6 
and 7. Applicant has amended the claim to eliminate any confusion on this point 
by deleting the repetition of "monomers". It is believed that this clarifies the claim 
and that the amendment avoids the rejection. 

With respect to "the linking reaction", applicant has amended claim 75 to 
clearly state "a linking reaction" and further in claim 75 explain the linking. Claim 
60 thus refers to "the linking reaction" of claim 75 and there should be now no 
confusion as to what is being linked since it is clear form the context of the claim. It 
is believed that the amendment avoids the rejection. 

With respect to claims 80, 83 and 85, these claims were amended to read 
"covalently linking" on order to avoid confusion of "the linking". It is believed that 
the amendment avoids the rejection. 
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REJECTION OF CLAIMS 54, 56, 60, 66-71, 77-84 AND 86 UNDER 35 U.S.C. 
§112, FIRST PARAGRAPH 

The Examiner has rejected the claims for lack of enablement. As grounds 
the Examiner states the specification states that the magnetic particles are 
required citing various pages and paragraphs of the specification. Applicant 
traverses this interpretation. The specification does not state on pages 28 and 29 
no in paragraphs 26 and 27 such a requirement. Paragraphs 37 and 37 clearly 
state this as another preferred embodiment but does not recite it to be a 
requirement. 

The Examiner has refused to accept that applicant's method does not 
require two-component toners and magnetic particles and that the "magnetic" 
component is a best mode embodiment. Applicant submits that at the time of the 
invention one component toners were described as early as 1937 and were 
certainly in circulation in 1998, the filing date of the application. Submitted herewith 
is 1988 reference: L. B. Schein, Electrography and Development Physics, Springer 
Verlag Editor Helmut Lotsch: ISBN 3-540-18902-5 (1 st Edition 1988). 

In its Introduction this reference states " work on monocomponent systems is 

reviewed in chapters 8 and 9 ; liquid development systems are descried in 

Chap. 10. The reference is supplied. 

Moreover, chapter 1 .1 . of this book gives an overview over the technical history of 
the process of electrophotography, an invention that dates back to the year 1937: 
1 Chapter 1.1 Technical History, third paragraph: The two ideas that Carlson 
brought together in 1937 were: (1) the formation of an electrostatic latent 
image using photoconductivity to selectively discharge a surface charged 
insulator, and (2) "development" of this latent image by dusting with 
powders charged electrostatically. 
1 Chapter 1 .1 Technical History, page 5, lines 6- 10: Development to create a 
real image was accomplished by sprinkling a fine dust or powder from a can 
having a cloth or fine wire screen closing its mouth. Pulverized resins were 
preferred (because of fusing requirements) but gum copal, gum sandarac, 
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ordinary rosin, sealing wax, dyed lycopodium powder, talcum powder, 
carbon dust, etc. were also used. The dusted plate was then subjected to a 
"... gentle draft of air by blowing the breath on it or directing air from a 
nozzle of a suitable blower against the dusted surface to blow off all loose 
powder not held on the surface by electrostatic attraction." 
1 Chapter 1.1 Technical History, page 7, lines 34- 37: ... some of the earliest 
work on novel monocomponent development systems and organic 
photoreceptors was begun during this period. ... 

Chapter 1.1 Technical History, paragraph flanking page 11 and 14 (with 
Table 1.1 in between): ... Another contribution, again from Japanese 
companies, was announced at the 1985 IEEE-IAS (Industrial Application 
Society) annual meeting in Toronto. Both Ricoh and Toshiba recognized the 
potential benefits of monocomponent development with nonmagnetic toner, 
such as lower toner manufacturing cost and the potential for better colors 
that could be obtained with toner loaded with magnetic material. 

In other words: as early as the 1940s numerous variants of toner deposition with 
numerous materials were known that didn't involve magnetic particles or 
triboelectric charging; and by the year 1988 the existence of different kinds of 
toners was so well known to the scientific community that it was mentioned in the 
introduction and in the blurb of a textbook. In addition, least in the late 1980s a 
plethora of different commercially available laser printers and laser copiers existed 
that used many different kinds of toners (see e.g. Chapter 1.1 Technical History, 
Table 1.1; Chapter 1.3 Printer Market, Table 1.4; Ricoh's commercially available 
PC-6000 uses monocomponent, non-magnetic toner particles). 

The textbook describes in chapter 3 the many different variants of "development", 
i.e. the different procedures to charge toner particles and to deliver them to the 2D 
electrostatically patterned image drum: 

Chapter 3.3 Descriptions, 3 rd paragraph on page 59 to page 60: A 
description of different monocomponent development systems is given; 
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1 Chapter 3.3 Descriptions, 3 rd paragraph flanking pages 60 and 61 and Fig. 

3.9: A description of different monocomponent development systems is 

given without magnetic constituents; 
1 Chapter 3.3 Descriptions, 3 rd paragraph on page 61 to page 62 and Fig. 

3.10: A description of a liquid development systems is given without 

magnetic constituents; 

The textbook describes in chapter 8 the many different variants of 
"monocomponent development systems", i.e. the different procedures to charge 
monocomponent toner particles and to deliver them to the 2D electrostatically 
patterned image drum. It is quite easy, e.g. to incorporate magnetic properties into 
monocomponent particles: 

Chapter 8, 2 nd paragraph on page 187: "... Magnetic properties, if needed, 
are obtained by adding magnetite, ^Fe 3 0 4 , or similar materials, with 50% 
loading not uncommon. ..." ; 

The same page states that a large variety of different charging methods exist, i.e. 
many procedures were known already in 1988 to produce, charge, and deliver 
toner particles to a 2D surface patterned with electrostatic charges: 

' Chapter 8, 4 th paragraph on page 187: "A surprisingly large variety of 

charging methods have been identified and incorporated into 

monocomponent development systems. ..." ; 
1 Chapter 8.3 Contact Charging pp194: "Triboelectric or contact charging has 

become the most monocomponent charging method." This sentence is 

followed by a number of commercially available copy machines that use this 

method; 

• Chapter 8.3 Contact Charging p195, see also Fig. 8.12: "Ricoh has 
discussed (references 8.15-17) a system, shown in Fig. 8.12, to charge 
nonmagnetic monocomponent toner triboelectrically." 

1 Chapter 8.3 Contact Charging p198, paragraph below Fig. 8.15 see also 
Fig. 8.15: "At the same meeting at which Ricoh presented their results (see 
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above) Hosoya et al. from Toshiba (reference 8.18) presented their ideas 
for charging nonmagnetic insulating toner. Their apparatus is shown in Fig. 
8.15." 

1 Chapter 9.6 Nonmagnetic, Insulative Toner p221 , first paragraph above Fig. 
9.15 see also Fig. 9.16: "In 1985 at the IEEE-IAS Conference in Toronto 
both Ricoh (references 9.21, 28, 29) and Toshiba (references 9.20, 30) 
announced a nonmagnetic insulating toner monocomponent development 
system." 

1 Chapter 8.3 Contact Charging p199, last paragraph on page: "Patents have 
recently been issued for other nonmagnetic insulating monocomponent 
development systems " 

1 Chapter 9 Monocomponent Development pp204, see also Fig. 9.1 : "One of 
the earliest monocomponent development systems that was used in a 
product was called aerosol or powder cloud development (references 9.1- 
7). Work on that system was first mentioned in the mid-1950s (references 
9.1-3) " 

1 Chapter 9.2 Early Work p208-21 1 : "Work on monocomponent development 
was begun in the early 1950s at Batelle as part of the effort to find a viable 
development system for an automatic electrophoretic copier (reference 9.9). 

Chapter 9.1 describes the aerosol or powder cloud development method that was 
early known to scientific community and reaches a very high resolution of toner 
deposition. This system uses a stream of air that removes all the particles that 
don't stick to the surface patterned with electrostatic charges, and it was used 
before 1988 in a commercially available copier: 

1 See also instant specification [0034] ... Substances which have not been 

mobilized or not linked can be washed from the support using a solvent, 

preferably a heated solvent, or mechanically removed from the support with 

the aid of a stream of air. 
1 Chapter 9.1 Aerosol or Powder Cloud Development p203, 2 nd paragraph on 

page: "An obviously simpler development system is a monocomponent 
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system in which the only powder component is toner. That concept was, of 

course, well known to the early inventors of electrophotography " 

1 Chapter 9.1 Aerosol or Powder Cloud Development p205, last paragraph 
on page and Fig. 9.5: "As indicated above, this development system is in 
fact used commercially in the Xerox 125, an electrophotographic x-ray 
copier (Fig. 9.5) " 

Chapters 9.2 and 9.4 describe a conductive monocomponent developing system: 
Chapter 9.2 Early Work, paragraph spanning pages 208-209: "The first 
conductive toner monocomponent development patent was issued to 
Gundlach (reference 9.13) of Xerox Corporation in 1965. The charging 
method is clearly induction, allowing a straightforward solution to the toner 

charging problem " 

1 Chapter 9.4 Conductive Toner, paragraph page 214: "The first 
monocomponent development system for an automatic copier was 
introduced in a product by 3M in 1971 (reference 9.22). It used magnetic, 
conductive toner that was charged inductively in the development zone." 
In other words: the procedure to print toner particles in a spatially defined way is 
not critical for the particle-based combinatorial synthesis method; there is ample 
evidence that everybody educated in the field or even only tried to buy one or 
another kind of laser printer or laser copier knew by 1 998 - and much earlier - that 
one- or two-component toners, with or without magnetic parts, and with numerous 
ways to charge the particles, could be used within a laser printer or laser copier. 
See also: 

Chapter 9.7 Summary, first paragraph page 223: "It has always been clear 
to electrophotographers that the monocomponent development system is 
simpler than two component, yet successful implementation was not 
achieved until 1980 with Canon's magnetic insulative development system." 
• Chapter 9.7 Summary, first paragraph page 224: "Today, there appear to 
be two successful variants of the monocomponent development system 
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under development. Canon's, which uses magnetic insulating toner, and 
Ricoh's and Toshiba's, which use nonmagnetic insulating toner." 
Yet another procedure is the liquid development: 

Chapter 10 Liquid Development, first paragraph page 225: "The most 
prevalent method of liquid development uses the phenomenon of 
electrophoresis. In electrophoretic development systems, charged particles, 
suspended in a nonconductive dielectric liquid, move in response to the 
electric fields of the latent image." 
In addition to the numerous ways to transport the toner particles to the vicinity of 
our 2D surface patterned with electrostatic charges, numerous ways exist in 
addition to triboelectric charging to get these charges on the surface of a particle: 
1 Chapter 8.1 Induction Charging, pp187; see also Fig. 8.1: "Perhaps the 
easiest method of charging particles is to make them conductive, contact 
them to a metal and impose an electric field E air . Charge will flow from the 
metal to the particle to exclude the electric field from the interior of the 
particle " ; 

Chapter 8.2 Injection Charging, pp192; see also Fig. 8.7: "The insulating 
toner is charged by injection from the roller in the presence of an electrical 

field (on page 192 first paragraph of Chapter 8.2) " ; 

Chapter 8.4 Corona Charging, p200. 
Chapter 8.6 Other Charging Methods, pp200. 
In summary, by the year 1988 a plethora of commercially available copiers and 
laser printers used a wide variety of different systems to charge and transport their 
toners. This data was freely available to the community, and even written in an 
easy to understand textbook. 

Since nobody else before the instant patent application used solid particles to first 
transport chemicals, and then melt them and use them for a chemical reaction, we 
the claims to the combinatorial synthesis should be allowed. 

In view of the above, each of the presently pending claims in this 
application is considered patentably differentiated over the prior art of record and 
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believed to be in immediate conditions for allowance. Reconsideration and 
allowance of the present application are thus respectfully requested. 

Should the Examiner consider necessary or desirable any formal changes 
anywhere in the specification, claims and/or drawing, then it is respectfully 
requested that such changes be made by Examiner's Amendment, if the Examiner 
feels this would facilitate passage of the case to issuance. If the Examiner feels 
that it might be helpful in advancing this case by calling the undersigned, applicant 
would greatly appreciate such a telephone interview. 



Date: August 7, 2008 
708 Third Avenue 
Suite 1501 

New York, N.Y. 10118 
(212) 244-5500 
UBD:sh 



Respectfully submitted, 
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